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1. Statement of Facts 

Pursuant to 37 C.F.R. § 1.705(b)(2), Applicants respectfully submit the following 
statement of the facts involved: 

A. 37 C.F.R. § 1.705(bV2Vn and (in 

The patent term adjustment shown on U.S. Patent No. 6,635,618 B2 is 88 days. 
Applicants respectfully submit that the correct patent term adjustment is 144 days. The basis on 
which Applicants seek adjustment is as follows: 

(a) Period of Adjustment Pursuant to 37 C.F.R. §1. 703(a)(1) 

Applicants are entitled to 107 days of patent term adjustment pursuant to 37 C.F.R. § 
1.703(a)(1) as determined in the Decision on Application for Patent Term Adjustment, mailed on 
September 5, 2003 (copy attached). This Decision was rendered in response to the Request for 
Reconsideration of Patent Term Adjustment filed by Applicants on May 7, 2003, which 
requested that the PTO reconsider the erroneous assignment of 51 days of patent term adjustment 
shown on the Notice of Allowance for this application. 

(b) Period of Adjustment Pursuant to 37 C.F.R. §1.703fa¥6) 

Applicants are also entitled to 37 days of patent term adjustment pursuant to 37 C.F.R. § 
1.703(a)(6). Specifically, the issue fee was paid and all outstanding requirements were satisfied 
for this application on May 14, 2003. The resulting patent issued on October 21, 2003, which is 
37 days after the day that is four months after the date the issue fee was paid. This period was 
determined correctly by the PTO. 

However, in determining the patent term adjustment indicated on the issued patent, the 
PTO incorrectly added the 37 days under 37 C.F.R. § 1.703(a)(6) to the erroneous 51 days under 
37 C.F.R. § 1.703(a)(1) to arrive at 88 days of patent term adjustment. Instead, the PTO should 
have added the 37 days under 37 C.F.R. § 1 .703(a)(6) to the correct 107 days under 37 C.F.R. § 
1 .703(a)(1) to arrive at 144 days of patent term adjustment. 
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B. 37 C.F.R. §1.705(bX2Xiir> 

This patent is not subject to a terminal disclaimer. 

C. 37 C.F.R. §1.705(W2)(iv) 

Applicants are not aware of any circumstances during the prosecution of this application 
that constitute a failure to engage in reasonable efforts to conclude processing or examination of 
this application as set forth in 37 C.F.R. §1.704. 

D. Summary 

In summary, U.S. Patent No. 6,635,618 B2 is entitled to a period of patent term of 
adjustment under 35 U.S.C. § 154(b) of 144 days (i.e., 107 days + 37 days). Therefore, 
Applicants respectfully request that this petition be granted and that this application be forwarded 
to the Office of Patent Publication for prompt issuance of a Certificate of Correction. 

2. Fee Pursuant to 37 C.F.R. §1.1 8(e) 

Pursuant to 37 C.F.R. § 1.705(b)(1), a Fee Transmittal is enclosed authorizing the 
Commissioner to charge the Petition fee of $200.00 set forth in 37 C.F.R. § 1.18(e) to deposit 
account 50-0344. The Commissioner is also authorized to charge any additional fees or credit 
any overpayment to this deposit account. The Fee Transmittal is submitted in duplicate. 

Should there be any questions concerning this paper, please contact the undersigned 
attorney at (650) 808-6406. 
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DECISION ON APPLICATION 
FOR PATENT TERM ADJUSTMENT 



This is a decision on the "REQUEST FOR RECONSIDERATION OF PATENT 
TERM ADJUSTMENT INDICATED IN NOTICE OF ALLOWANCE (37 CFR . . . , 
§ 1.705)" filed May 7, 2003. Applicants request that the initial 
determination of patent term adjustment under 35 U.S.C. 154(b) be 
corrected from fifty-one (51) days to one hundred five (105) 
days. » 

The application for patent term adjustment is GRANTED to the 
extent indicated herein. The adjustment has been corrected to 
one hundred seven (107) days (rather than the requested one 
hundred five days) . 

The Office has updated the PAIR screen to reflect that the 
correct Patent Term Adjustment (PTA) determination at the time of 
the mailing of the Notice of Allowance was one hundred seven 
(107) days. A copy of the updated PAIR screen, showing the 
correct determination, is enclosed. 

On April 24, 2003, the Office mailed the Determination of Patent 
Term Adjustment under 35 U.S.C. 154(b) in the above-identified 
application. The Notice stated that the patent term adjustment 
(PTA) to date is 51 days. Applicants timely 1 submitted the 
instant application for patent term adjustment (with required 
fee) , asserting that the correct number of days of PTA at the 
time of the mailing of the Notice of Allowance was one hundred 
five (105) days. Applicants state that a reply to the Office 
action mailed October 16, 2002 was timely filed by facsimile 
transmission on January 15, 2003. However, the response was not 
entered by the Office. Applicant, on February 11, 2003 and again 
on March 6, 2003, submitted duplicate copies of the reply. The 
Office entered the reply on March 11, 2003, and using the March 
11, 2003 date, reduced the patent term adjustment by 54 days. In 
support thereof, applicants submit a copy of their unit s report 
confirming transmission of the reply on January 15, 2003 (as well 
as, copies of the reports for the duplicates sent February 11, 
2003 and March 6, 2003) . 



1 PALM records indicate that the Issue Fee payment was received in the 
Office on May 14, 2003. 
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Applicants specifically state that the patent issuing from the 
application xs not subject to a terminal disclaimer and that 
there were no circumstances in the prosecution of the application 
which constituted failure to engage in reasonable efforts to 
conclude processing or examination (other than a 2 day delay in 
filing the response to a Notice to File Missing Parts mailed July 
2, 2001) . y 

The Office initially determined a patent term adjustment of 
fifty-one (51) days based on an adjustment for PTO delay of one 
hundred seven (107) days pursuant to 37 CFR 1.703(a)(1) reduced 
by a total of fifty (56) days pursuant to 37 CFR 1.704(b) for 
applicants' delay of two (2) days in replying to the Notice to 
File Missing Parts of Application mailed July 2, 2001, and of 
fifty-four (54) days in replying to the non-final Office action 
mailed October 16, 2002. Applicants neither contest the 
calculation of Office delay or the reduction of two (2) days. 

A review of the application history reveals that the calculation 
of Office delay is correct 2 ; however, both calculations of 
applicant delay are incorrect. 

Applicants' arguments as to the timely filing of the response to 
the non-final Office action are well-taken. Applicants' evidence 
is consistent with that required under 37 CFR 1.8(b) to show 
timely filing by facsimile transmission. In fact, the record 
supports a conclusion that the amendment, resubmitted on March 




ig ___ 

calculating patent term adjustment. See § 1.704(f). However, 
under the circumstances, the January 15, 2003 date should have 
been used for the date of response in the PALM system and in 
calculating any patent term adjustment. Thus, the filing of the 
reply to the non-final Office action occurred within three months 
of the mail date of the Office action, and did not constitute a 
failure to engage in reasonable efforts to conclude prosecution 
or examination within the meaning of § 1.704(b). Accordingly, 
applicants should not have been assessed a fifty-four (54) day 
reduction of patent term adjustment. 

Likewise, a review of the record reveals that applicants did not 
delay in filing a reply to the Notice to File Missing Parts of 
Application mailed July 2, 2001. A complete and proper reply was 
filed on August 6, 2001, not October 4, 2001. As this was within 
three months of the mail date of the Notice, this filing also did 
not constitute a failure to engage in reasonable efforts to 
conclude prosecution or examination within the meaning of 
§ 1.704(b). Accordingly, applicants should not have been 
assessed a further two (2) day reduction of patent term 
adjustment . 



The Office first mailed an action under 35 U.S.C. 132 on October 16, 
2002, fourteen months and 107 days after the filing date of the application on 
May 1, 2001 (beginning July 2, 2002 and ending October 16, 2002) . 
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In view thereof, the correct determination of patent term 
adjustment at the time of the mailing of the Notice of Allowance 
is one hundred seven (107) days. 

The Office acknowledges submission of the $200.00 fee set forth 
in 37 CFR 1.18(e). No additional fees are required. 

The Office will forward the file to the Office of Patent 
Publication so that a patent can be issued in a timely manner. 

Telephone inquiries specific to this matter should be directed to 
Nancy Johnson, Senior Petitions Attorney, at (703) 305-0309. 



Karin Ferriter 
Senior Legal Advisor 

Office of Patent Legal Administration 
Office of Deputy Commissioner 
for Patent Examination Policy 
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